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1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claims 1-10 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 1-5, and 8-12 respectively of prior U.S. Patent No. 6,407,822. This is a 
double patenting rejection. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 11, 13, 16, 18, 21, 23-26 and 28-30 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Nagashima. 
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With respect to claim 1 1 , Nagashima teaches an apparatus provided with a print 
function for printing an image specified by print data from an external apparatus 101- 
104 and a reading function for reading an original image (col. 5, lines 23-26), 
comprising: print function realizing means having a first mode (single copy mode) of 
realizing a print function with a smaller memory (upper or lower cassettes used) and a 
second mode (multiple copy mode) of realizing said print function with large memory 
capacity (where upper and lower cassettes are used, see col. 1 1 , lines 27-31 ; 
discriminating means 120 according to col. 13, line 55 - col. 14, line 12 for 
discriminating whether the print of the image specified by the print data from the 
external apparatus (readers 101 — 104) is to be realized by the first or second mode; 
and control means 100 for allowing parallel execution of the printing and reading (col. 
20, lines 20-32; col. 23, lines 12-17 and col. 12, lines 12-17) and in the case of the 
second mode not performing a parallel operation, see col. 14, lines 60-66 and col. 12, 
lines 22-24. 

With respect to claims 13 and 18, Nagashima teaches the discrimination 
means 120 is adapted, based on print data from the external apparatus (readers 101- 
104) to judge whether said image print is to be realized by said first or second mode ( 
single or multimode). 

With respect to claim 16, Nagashima teaches a method (facilitated by RAM 
142 and ROM 141 in an apparatus shown by figure 3, for controlling a printing function 
for printing an image specified by print data from an external apparatus 101-104 and a 
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reading function for reading an original image (col. 5, lines 23-26), comprising: print 
function realizing means having a first mode (single copy mode) of realizing a print 
function with a smaller memory (upper or lower cassettes used) and a second mode 
(multiple copy mode) of realizing said print function with large memory capacity (where 
upper and lower cassettes are used, see col. 1 1 , lines 27-31 ; discriminating step 
facilitated by means 120 according to col. 13, line 55 - col. 14, line 12 for discriminating 
whether the print of the image specified by the print data from the external apparatus 
(readers 101 — 104) is to be realized by the first or second mode; and control step 
facilitated by means 100 for allowing parallel execution of the printing and reading (col. 
20, lines 20-32; col. 23, lines 12-17 and col. 12, lines 12-17) and in the case of the 
second mode not performing a parallel operation, see col. 14, lines 60-66 and col. 12, 
lines 22-24. 

With respect to claim 21, Nagashima teaches an apparatus (provided in figure 
3) shown with a copy function (see col. 10, lines 55-62) for printing an original image 
read by reader means and a printing function for printing an image specified by print 
data from an external apparatus 101-104, comprising: discriminating means 120 
adapted, in the case of a request for copying in the course of a print job and to judge if 
a job is to be interrupted (data is interrupted when in the multiple mode data goes from 
reader to the MIMOU to the printer instead of bypassing the MIMOU. Nagashima 
teaches a control means 100 adapted, if the discrimination mans judges that the print 
job is to be interrupted to resume the print operation. See col. 21, lines 30-36. 
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With respect to claims 23 and 28, Nagashima teaches discriminating a job and 
determining if a sorting function is used. See col. 21 , lines 30-47 and col. 22, lines 24- 



With respect to claims 24 and 29, Nagashima teaches generating an image 
bit (from digital data taken from reading of originals) via external devices (readers 101- 
104) wherein the generation step is adapted if the control step interrupts the print job 
and executes parallel operation of the copy. See col. 21 , line 65 to col. 22, line 2. 

With respect to claims 25 and 30, Nagashima teaches resuming a copy 
operation after it has been interrupted. See col. 21 , line 65- col. 22, line 2. 

With respect to claim to claim 26, Nagashima teaches a method of facilitating 
by RAM 142 and ROM 141 controlling an apparatus (shown by figure 3), provided 
with a copy function performed by external apparatus 101-104 and a print function 
performed by printers 111-118, comprising: print function realizing means having a first 
mode (single copy mode) of realizing a print function with a smaller memory (upper or 
lower cassettes used) and a second mode (multiple copy mode) of realizing said print 
function with large memory capacity (where upper and lower cassettes are used, see 
col. 11, lines 27-31 ; discriminating step by means 120 according to col. 13, line 55 - col. 
14, line 12 for discriminating whether the print of the image specified by the print data 
from the external apparatus (readers 101—104) is to be realized by the first or second 
mode and to judge whether the print has been interrupted by a copy status, see col. 21 , 



27. 
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lines 30-35 and col. 22, lines 28-35; and control means 100 for interrupting and 
executing a copy operation, see col. 21 , lines 65 - col. 22, line 2. 



3. Claims 12, 14, 15, 17,19, 20, 22 and 27 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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4. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Grant II whose telephone number is 703-305- 
4391. The examiner can normally be reached on Mom. -Fri. from 9:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams, can be reached on (703) 305-4863. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



872-9306. 



J. Grant \[ 
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PRIMAfW EXAMINER 




